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DETAILED ACTION 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 19-22 and 25-43 are currently being examined. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth In 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
December 4, 2009 has been entered. 

Claim Rejections - 35 USC §112 
Claims 20-22, 25, 26 and 28 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The 

claim(s) contains subject matter which was not described in the specification in such a 
way as to reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. 

Claims 20-22, 25, 26 and 28 claim materials or properties for the outermost layer 
of the lens of claim 1 9. The outermost layer of the lens of claim 1 9 is the 
electrostatically adhered peelable film. While in claim 19 there is discussion of the 
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outermost layer of the protective coating, wlien tine lens is fully assembled, the peelable 
film is adhered to the outermost layer of the protective coating and it becomes the 
outermost layer of the lens . Since what is currently claimed in claims 20-22, 25, 26 and 
28 is the outermost layer of the lens of claim 1 9, this is the peelable film. There is no 
support in the instant specification for such a film being made of the materials of claims 
20-22, 25 and 26 or having the surface energy of claim 28. 

Claims 20-22, 25, 26 and 28 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Claims 20-22, 25, 26 and 28 state materials and properties for the outermost 
layer of the lens of claim 1 9. The outermost layer of the lens of claim 1 9 is the 
electrostatically adhered peelable film. While in claim 19 there is discussion of the 
outermost layer of the protective coating, when the lens is fully assembled, the peelable 
film is adhered to the outermost layer of the protective coating and it becomes the 
outermost layer of the lens . Since what is currently claimed in claims 20-22, 25, 26 and 
28 is the outermost layer of the lens of claim 1 9, this is the peelable film. Such a film 
would not be made of the materials of claims 20-22, 25 and 26 or necessarily have the 
surface energy of claim 28. In order to further prosecution, the Examiner is interpreting 
that these claims limit the material for the outermost layer of the temporary protective 
coating. 
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It is noted tliat changing tine wording of Claims 20-22, 25, 26 and 28 to say "the 
outermost layer of the temporary protective coating" instead of "the outermost layer" 
would remove the written description and indefiniteness rejections. 



Claim Rejections - 35 USC § 102 
Claims 19, 20 and 33-36 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ohiin (US 5,792,537). 

Regarding claims 19 and 20, OhIin teaches an optical lens with a marking formed 
from a removable ink (protective coating that has an outer layer that is mechanically 
alterable through friction and/or contact) formed on the lens surface and then covered 
with a removable mask (OhIin, claim 1). The preferred material for the mask is a static 
cling vinyl (Column 6, lines 33-45). The marking ink remains on the surface and then 
the lens is edged (Column 6, lines 4-12). Since the process of edging a lens uses a 
holding pad and the ink remains on the surface during the edging process, the amount 
of ink present must allow the lens to have some degree of adhesion to the holding pad. 
It is not claimed that the temporary protective layer provides the adhesion to the pad, 
only that the lens would adhere to a holding pad when the protective layer is present. 

Regarding claims 33-36, OhIin (Column 6, lines 33-45) teaches that the plastic 
material film is preferably a polyvinyl chloride film that contains 49 to 57 percent 
plasticizer. 
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Claim 19 is rejected under 35 U.S.C. 102(b) as being anticipated by Lipman 
(US 5,451,281). 

Lipman (Column 2, line 49 through Column 3, line 12 and Figures 5-8) teaches a 
film that provides scratch resistance during the edging operation of a lens. The film can 
comprise a film with an aperture and an adhesive patch. As shown in Figure 8, the lens 
7 has on its surface adhesive pad 8 and on the surface of the adhesive pad is protective 
film 1 . The outer surface of the adhesive pad can adhered to the mounting block and 
the pad, including its outermost layer, can be removed after edging is completed 
(Column 6, lines 15-39). Thus, the adhesive pad is a temporary protective coating that 
partially covers the surface of the lens and the outermost layer is mechanically alterable 
(can be adhered to or removed). The pad is made of butyl rubber or other polymeric 
material (Column 3, lines 5-7) and thus, meets the proviso of claim 19. The protective 
film 1 (Column 4, lines 37-68) can be a film with cling properties (electrostatically 
adhering). This film is releasably adhered to the lens (Column 6, lines 15-33) and thus, 
is peelable. 

Claim Rejections - 35 USC § 103 

Claims 19-22, 25-32 and 38-43 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Conte et al. (WO 03/057641) in view of Lipman (US 5,451,281). 

Regarding claims 19-22, 25 and 26, Conte (Page 3, line 29 through Page 4, line 
6) teaches an ophthalmic lens comprising a temporary protective layer. The temporary 
protective layer can be formed from MgF2 (Page 6, lines 16-24). The temporary 
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protective layer can be removed by dry wiping (Page 10, lines 25-29). For the trimming 
(edging) operation, the temporary protective layer is present in order to contact the self 
adhesive chip or double sided adhesive attached to a lens holding means (Page 8, lines 
18-34). The temporary protective layer provides good adherence to the lens holding 
pad during the trimming (edging) operation (Page 8, line 18 through Page 9, line 9). 

Conte does not teach coating the protective layer with a peelable film. 

Lipman (Column 2, lines 49-66 and Figures 1-4) teaches a protective film 1 that 
imparts scratch resistance to a lens during the edging operation with an opening that 
allows attachment of the mounting block to the lens. The protective film 1 (Column 4, 
lines 37-68) can be a film with cling properties (electrostatically adhering). This film is 
releasably adhered to the lens (Column 6, lines 15-33) and thus, is peelable. 

It would be obvious to one of ordinary skill in the art to use the protective film of 
Lipman, over the coated lens of Conte, in order to ensure that the surface of the lens is 
protected during the edging operation. The opening in the film of Lipman allows the 
coating of Conte to provide its adhesion function while still protecting the rest of the lens 
surface. 

Regarding claim 27, Conte (Page 6, lines 3-5) teaches that the inorganic 
(mineral) protective layer has a preferable thickness of 5 to 200 nm. 

Regarding claim 28, Conte (Page 8, lines 31-34) teaches that the protective layer 
has a surface energy of at least 15 mJoules/m^. 

Regarding claims 29 and 30, Conte (Page 6, lines 1 and 2) teaches that the 
protective layer is preferably continuous. 
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Regarding claim 31 , Conte (Page 6, lines 32 and 33) teaches that the temporary 
protective layer can have multiple layers. 

Regarding claim 32, Conte (Page 7, lines 20-22) teaches that the protective layer 
can be formed by vapor phase deposition. 

Regarding claim 38, Conte (Page 6, lines 16-19) teaches that the protective layer 
is coated on a hydrophobic and/or oleophobic surface coating. 

Regarding claims 39 and 40, Conte (Page 4, lines 29-34) teaches that the 
hydrophobic and/or oleophobic surface coating preferable has a surface energy lower 
than 12 mJoules/m^. 

Regarding claims 41 and 42, Conte (Page 5, lines 17-22) teaches that the 
hydrophobic and/or oleophobic surface coating preferably has a thickness from 2 to 5 
nm. 

Regarding claim 43, Conte (Page 4, line 25-28) teaches that the hydrophobic 
and/or oleophobic surface coating is generally applied to lenses comprising an 
antireflecting coating. 

Claims 33-36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lipman (US 5,451,281) in view of Ohiin (US 5,792,537). 

As stated above, Lipman teaches a lens that meets the limitations of claim 19. 
The peelable film of Lipman can be a polyvinyl chloride film with cling properties 
(Column 4, lines 37-68). The film should be soft and pliable and sufficiently strong. 

Lipman does not detail the specific makeup of the polyvinyl chloride film. 
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Ohiin (Column 6, lines 33-45) teaches a highly plasticized polyvinyl chloride cling 
film for protecting a lens that contains 49 to 57 percent plasticizer. With the high degree 
of plasticizer the film would be soft and pliable. The product has a tensile strength of 
3800 psi. 

It would be obvious to one of ordinary skill in the art to use the polyvinyl chloride 
film of Ohiin, as the film of Lipman, in order to have a specific film that has been shown 
to be effective for use with lenses and is soft, pliable and strong as required by Lipman. 

Claim 37 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ohiin (US 5,792,537) in view of Mascarenhas et al. (US 5,888,615). 

Regarding claim 37, as stated above, Ohiin teaches a lens that meets the 
limitations of claim 19 and states that it is preferred that the plastic material film is a 
polyvinyl chloride cling film. 

Ohiin does not explicitly state the thickness of the film. 

Mascarenhas (Column 2, lines 1-15) teaches that most cling films are vinyl 
chloride films that comprise 50-55 weight % plasticizer and have thicknesses from about 
0.004 to 0.014 inches (101 to 355 microns). 

The thickness of the film of Ohiin either meets the thickness limitation of the 
instant claim, since this is a standard thickness for these sheets or it would be obvious 
to one of ordinary skill in the art to use a film with a thickness that has been shown to be 
effective for cling films as taught by Mascarenhas. 
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Claim 37 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lipman (US 5,451,281) in view of Mascarenhas et al. (US 5,888,615). 

Regarding claim 37, as stated above, Lipman teaclies a lens that meets the 
limitations of claim 19 and that the peelable film can be a polyvinyl chloride cling film. 

Lipman does not explicitly state the thickness of the film. 

Mascarenhas (Column 2, lines 1-15) teaches that most cling films are vinyl 
chloride films that comprise 50-55 weight % plasticizer and have thicknesses from about 
0.004 to 0.014 inches (101 to 355 microns). 

The thickness of the film of Lipman either meets the thickness limitation of the 
instant claim, since this is a standard thickness for these sheets or it would be obvious 
to one of ordinary skill in the art to use a film with a thickness that has been shown to be 
effective for cling films as taught by Mascarenhas. 

Response to Arguments 

Applicant's arguments filed December 4, 2009 have been fully considered but 
they are not persuasive. 

Applicant argues that the outermost layer used in all claims refers to the 
outermost layer of the temporary protective coating. However, the outermost layer of 
the lens of claim 19 is the electrostatically adhered peelable film. While in claim 19 
there is discussion of the outermost layer of the protective coating, when the lens is fully 
assembled, the peelable film is adhered to the outermost layer of the protective coating 
and it becomes the outermost layer of the Jens. Since what is currently claimed in 
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claims 20-22, 25, 26 and 28 is tine outermost layer of the lens of claim 19, this is the 
peelable film. While the Examiner agrees that the specification and originally filed 
claims provide support that the outermost layer of the protective film can be the formed 
from the claimed materials, there is not support that the outermost layer of the lens is 
formed from the claimed material. 

Applicant argues that the ink of Ohiin does not necessarily result in sufficient 
adhesion to a holding pad to allow for trimming of the lens. However, it is not claimed 
that the temporary protective layer provides the adhesion to the pad, only that the lens 
would adhere to a holding pad when the protective layer is present. In response to 
applicant's argument that the references fail to show certain features of applicant's 
invention, it is noted that the features upon which applicant relies (i.e., a particular offset 
of the lens during edging) are not recited in the rejected claim(s). Although the claims 
are interpreted in light of the specification, limitations from the specification are not read 
into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 
1993). 

Applicant's arguments with respect to the rejection(s) of claim(s) 19-22, 25-36 
and 38-43 under 35 U.S.C. 103(a) as being unpatentable over Conte et al. (WO 
03/057641), in view of OhIin (US 5,792,537) have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of Lipman (US 5,451,281) 
and Conte et al. in view of Lipman. 
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Due to amendments to claim 19, tine rejections under 35 U.S.C. 112, second 
paragraph over the term "amount sufficient to provide adhesion of the lens to a holding 
pad" are withdrawn. 
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Conclusion 

Any inquiry concerning tliis communication or earlier communications from tine 
examiner should be directed to Elizabeth Robinson whose telephone number is 
(571 )272-7129. The examiner can normally be reached on Monday- Friday 8 AM to 
4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Callie Shosho can be reached on 571-272-1 123. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IE. R.l 

Elizabeth Robinson 
Examiner, Art Unit 1794 

December 18, 2009 

/Callie E. Shosho/ 

Supervisory Patent Examiner, Art Unit 1794 



